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IN THE UNITED STATES PATENT AND TRADEMARK OFRCE 

I In ns appHcadon of: Masini CgNf]^ 
I Serial No.: 10/685.620 Group No.: 3738 MA/ 1 7 20(p6 

u Filed: Oct 1 S, 2003 Examinee Bruce Snow 

I 

I For: BONE-CONSERVING ORTHOPEDIC INSTRUMENTATION AND APPLIANCES 
S 



RESPONSE TO OFFICE ACTION 



g Mail Stop AMENDMENT 
^ Commisslona' Tor Patents 

PO Box 1450 
§ Alexandfia. VA 22313-1430 

lU 

c 

?DcarSin 

g Tti re^^onise to the Orficc AcUon mailed February 17^ 2006, the £?caminer's attention is directed 
> to the following icmarlcs. 

E The claims of this application huve not been adequately examined. Although claims 1-7, 9-15 
^ and 17^23 were rejected under 35 USC §102(b) over Johnson et al. (*526), the Exainmcr only idcniiJIcs 
\ ''saw-tccdving slots 100, 110'* (which are associated with the same side of a bone as opposed to 
I medial/latera] resections). With respea to all other limitations and claim^t the Examiner simply states 
that the reference is "fully capable'* of doing something or •interpreted as** (by the Bxaminer)^ How can 



g Applicant respond to the Examiner's opinion that something is **fully capable" of doing something 
§ when there is no factual evidence in support of the rejection? How can Applicant respond to the 
I Examiner's "interpnetodon'' without evidence that one of skill in the art would come to die same 

8i conclusion? 

g 

I Although a prior an device "may be capable of being modified to run the way the apparatus is 
I claimed* there must be a suggestion or motivation in the reference to do so." 916 FJid at 682, 16 
6 USPQ2d ac 1432.). Sec also In re Fritdu 972 R2d 1260. 23 USPQ2d 1 780 (Fed, Cir, 1992). At the 
I very least, the Examiner should articulate where, in the prior art, one would Hnd the suggestion or 
motivation in support of the conclusion that the vcrcrcnce is "fully capable of* a particular function of 
interest. 
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